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DETAILED ACTION 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-14 and 17-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Storey in view of Walker et al. 

Storey teaches identifjdng the purchase of the first product of a first company by a 
particular consumer at a first point-of-sale terminal (see for example column 4, lines 59-64) and 
storing an indication of the purchase of the first product in a database on the server (see for 
example column 2, lines 31-34). Examiner notes that in order to be instantly redeemable the 
indication of the purchase must be store in a database. 

Storey fiirther teaches at the first company, conditioning the grant of a discount for a 
second product at a second company on the purchase of the first product at the first company 
(see for example column 5, lines 50-53). Examiner notes that by storing the points in the user's 
account, the system conditions the grant of a discount. 

Storey fiirther teaches at the second company, offering for sale the second product if the 
particular consumer makes a purchase of the first product and at the second company querying 
the database to determine if the particular consumer has purchased the first product and standing 
ready to accept the discount on the second product (see for example column 8, lines 8-67). 
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With respect to claim 1, Storey does not specifically teach calculating and recording an 
amount of cross-marketing revenue realized from the first purchase to a marketing fund account 
in the database and allocating at least a portion of the cross-marketing revenue in the fund to 
reimburse the second company for the discount. 

Walker teaches calculating and recording an amount of cross-marketing revenue realized 
from the first purchase to a marketing fund account in the database and allocating at least a 
portion of the cross-marketing revenue in the fund to reimburse the second company for the 
discount, (see for example column 10, lines 22-67). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the system of Storey in order to calculate and record an amount of cross-marketing 
revenue realized from the first purchase to a marketing fund account in the database and allocate 
at least a portion of the cross-marketing revenue in the fund to reimburse the second company for 
the discount as taught by Walker. One of ordinary skill in the art would have been motivated to 
modify the references as discussed in order to automate the reconciliation process thereby 
making it easier for merchants to track large numbers of transactions (see for example Walker 
column 3, lines 29-30). 

Storey further teaches at a third company, conditioning the grant of a second discount for 
the second product at the second company on the purchase of a third product at the third 
company and at the second company, standing ready to accept the second discount on the second 
product, wherein the step of selling comprises accepting the discount and the second discount on 
the second product (see for example column 1, lines 42-59 and column 4, lines 24-45). 
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Examiner notes that Storey specifically teaches points awarded based on purchases made at 
multiple companies (1^^ and 3*^^ company) which can be combined in order to make the 
discounted purchase at the second company. Examiner notes that this feature represents this 
claimed limitation. 



Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Deaton et al. in 
view of Walker. 

With respect to claim 16, Deaton teaches at a company, identifying the purchase of a 
first product of a first department by a particular consumer at an electronic sales terminal and 
storing an indication of the purchase of the first product in the database on the server (see for 
example column 69, lines 53-56). Examiner specifically notes the determination of whether a 
product has been purchased from the meat department, dairy department or deli, 

Deaton further teaches presenting consumers with discounts on further purchases based 
on past purchasing history (see for example column 69, lines 59-61), as well as offering for sale 
a second product and standing ready to accept the discount at the same or different one of the 
plurality of sales terminals on the second product (Examiner notes that this merely amounts to 
accepting the coupon at the store). 

Examiner points out that the specific examples of Deaton illustrate situations the discount 
is provided to the user based upon infrequent shopping in a department with the goal of enticing 
a shopper to visit and purchase products from a department they wouldn't regularly visit (see for 
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example column 69, lines 61-67). As such Deaton fails to specifically teach conditioning the 
grant of a discount for the second product at a second department on a purchase of a first product 
at a first department. 

Walker, as previously discussed teaches presenting users with offers for supplementary 
products ("upsells") in order to individually customize offers to be more desirable and acceptable 
to each customer (see for example column 3, lines 30-39). 

It would have been obvious to one of ordinarily skill in the art at the time of the invention 
modify the discoxmt offers taught by Deaton to include "upsell" products as taught by Walker. 
One of ordinary skill in the art would have been motivated to modify the references in order to 
individually customize offers to be more desirable and acceptable to each customer. 

Examiner notes that one of ordinary skill would recognize that the combination of Deaton 
in view of Walker as presented above would clearly include conditioning the grant of a discount 
for the second product at a second department on a purchase of a first product at a first 
department. By way of simple example. Examiner offers providing a user with a discount 
("upsell") on hot dog buns (bakery department) upon the purchase of hot dogs (meats 
department). 

Deaton fiirther teaches crediting an account of the consumer maintained on the server 
with the discoxmt (see for example column 73, lines 25-30). Examiner notes that providing the 
coupon to the consumer represents "notifying the consumer of the discount". Further, in order to 
track which coupons a consumer has used the system must store an indication of the coupon 
(discount) in an account on a server. 
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Examiner notes that Deaton does not teach depositing money into an account on the 
server for the benefit of the second department in at least partial compensation for accepting the 
discount wherein the money deposited into the account for the benefit of the second department 
amounts to a predetermined percentage of revenue realized from the purchase of the first 
product. 

Examiner once again relies on Walker, as discussed in detail above with respect to 
supplementary product offerings or "upsells". Further, Walker teaches compensation paid as a 
result of issuing a discount on a second product based on the purchase of a first product (see 
column 10, lines 22-60). In this example a user pays 4.50 in retum for $5 off a future purchase. 
The $4.5 (predetermined amount of money) is deposited into an account for the benefit of the 
second company. 

It would have been obvious to one of ordinarily skill in the art at the time of the invention 
modify the teaching of Deaton to include the reconciliation process of Walker in order to 
compensate the second company for issuing the discount. 

Response to Arguments 
Applicant's arguments filed 1/29/05 have been fiilly considered but they are not 
persuasive. 

Applicant asserts, in the last paragraph on page 9 (continuing to page 10) that Walker 
does not disclose or suggest, "calculating and recoding an amount of cross-marketing revenue 
realized from the first purchase to a marketing- fund account in the database and allocating at 
least a portion of the cross-marketing revenue in the fund to reimburse the second company for 
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the discount". Applicant attempts to support this statement by claiming that 1) there is no 
collaboration between merchants as evidence by Walker, col. 3 lines 7-11, and 2) the 
arrangement of Walker has none of the characteristics of a cross-marketing arrangement because 
unlike the present invention it is not possible for the customer to take advantage of promotional 
offers to purchase items that he would potentially purchase elsewhere. 

Examiner respectfully disagrees with Applicant. First Examiner notes that while Walker 
does state that the merchants need not specifically register or affiliate with each other (see 
Walker, coL3 lines 7-11) this does not mean that no relationship exists. In fact the merchants do 
have to register with credit card company and there for a collaboration exist via this third party. 
So while no specific one-to-one affiUation exist, the companies are still affiliated, as they are all 
required to be registered with the credit card company. Further, Examiner points out that 
Applicant's claimed invention does not require there to be a specific one-to-one affiliation. In 
fact the only "affiliation" in the claimed invention must be read into the claim based on "cross- 
marketing revenue" recorded into "a marketing fund account." However, when giving the 
claims the broadest reasonable interpretation, Examiner does not read into the claims this 
"affiliation" and as such believes Walker does teach the recited limitations. 

With respect to Applicant's second point, that Walker has none of the characteristics of 
Applicant's cross-marketing arrangement and therefore does not teach cross-marketing revenue, 
Examiner once again respectfiilly disagrees. Examiner begins by noting that a customer of the 
system of Walker might not take advantage of promotional offers to purchase items that he/she 
would potentially purchase elsewhere. However, this is not relevant. Examiner takes that 
position that such a result is not the only arrangement that defines a cross-marketing affiliation. 
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www.marketconscious.com defines cross-marketing as "creating marketing incentives in 
partnership with other non-competing businesses." As this is clearly the arrangement of Walker, 
Examiner believes that Walker does teach cross-marketing revenues. 

Further, as pointed out above, since the specifics of Applicant's cross-marketing alliance 
are not part of the claimed invention. Examiner is free to give the claims the broadest reasonable 
interpretation. Under this interpretation, Examiner believes the claimed invention is obvious in 
view of the combination of Storey in view of Walker. 

In the second paragraph on page 10 Applicant asserts within Walker "the merchant does 
not 'allocate at least a portion of the cross-marketing revenue in the fund to reimburse the second 
company for the discount' as recited in claim 1". Examiner notes that Applicant has once again 
read more into the claim than is really there. Specifically, the claim does not require "the 
merchant" to do any allocating. The claim merely states, "allocating". It is the Examiner's 
position that the allocating of Walker is in fact done when the 2"^^ merchant receives his/her 
compensation (cross-marketing revenue). In addition, it appears that Applicant is reading more 
into the claim with respect to "a marketing fund" (line 14). Applicant appears to believe that this 
is more than just a generic account in a database, as would be the broadest reasonable 
interpretation. 

In the paragraph spanning pages 10-11 Applicant asserts that Examiner has 
misinterpreted the Walker reference. Specifally it is the position of the Apphcant that the $4.50 
is not realized from the first purchase but rather is part of a second transaction and is part of a 
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transaction in and of itself. Examiner respectfully disagrees. First, the user receives a $5 store 
credit for $4.50. So even if this were a 2"^ transaction, a discount is offered conditioned on the 
1^^ transaction. Secondly, it is the position of the Examiner that the 2"^ purchase does not occur 
until the user actually receives his/her goods or services. The exchange of money between the 
customer and the 1^^ merchant represents the 1^^ purchase. 

In the second paragraph on page 1 1 through the second paragraph on page 12 AppUcant 
asserts that claims 13 and 17 are similarly traversed as discussed with respect to claim 1. 
Examiner notes this and references Examiner's position (discussed in detail above) with respect 
to claim 1 for both claims 13 and 17. 

In the remaining paragraphs Applicant traverses the rejection to claim 16. In particular, 
in the last paragraph on page 13, Applicant states, "as discussed above with reference to claim 1, 
the Walker patent fails to disclose or suggest 'allocating at least a portion of the cross-marketing 
revenue in the fund to reimburse the second company for the discount.'" Applicant is making 
applying the same argument made above, with respect to Applicant. As such Examiner believes 
the Office's position is clear with respect to this issue and references the response to these 
arguments made in the preceding paragraphs. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to James A. Kramer whose telephone number is (571) 272 6783. 
The examiner can normally be reached on Monday - Friday (8AM - 5PM). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571) 272 6771. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

97 (toll-free). 



system, contact the Electronic Business Center (EBC) at 866-217-9 
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